Santa Clara
University

US Law on Keyword
Advertising & Domain Names

Prof. Eric Goldman
Santa Clara University School of Law
egoldman@gmail.com
http://www.ericgoldman.org



GO (_JS le |mercedes

Advanced Search
|[ Seach ] Preferences

June 2009

Web Show options... Resulis 1 - 10 of about 152,000,000 for mercedes. (0.14

Mercedes Luxury Vehicles Sponsored Link Sponsored Links

www bayareamercedes com  View Pictures, Specs & More. Find a Local Mercedes Dealership Today.

Beshoff Mercedes- CA

San Jose Mercedes Dealer.
Browse our Inventory Cnline.
www_BeshoffMotorCars.com

Mercedes-Benz-Home of C.E, S, CLK, CLS, CL, SLK, SL, SLR. R ...

Welcome to MBUSA com, the official site for Mercedes-Benz USA. Explore the 2009 models,
Build Your Own, or Find a Dealer.

www mbusa.com/ - Cached - Similar -

The Mercedes-Benz Store

Bay Area's Most Complete Inventory
At Huge Savings 800,779 5609

www _MercedesBenzOfMarin.com
San Francisco-Oakland-San Jose, CA

MB Worldwide - Mercedes-Benz International

The official website of Mercedes-Benz International presents highlights of the brand world and
model information about Mercedes-Benz vehicles.

www3 mercedes-benz com/international_home/en/ - Cached - Similar -

The New 2010 Volve XC&0
Switch to Volvo and say hello to
$1000 off your new XC60. Learn how.
www VolvoCars.com/us/XCB0

Mercedes-Benz - Wikipedia, the free encyclopedia

Mercedes-Benz is a German manufacturer of automobiles, buses, coaches, and trucks_ It is
currently a division of the parent company, Daimler AG (formerly ...
en wikipedia_org/wiki/Mercedes-Benz - Cached - Similar -

Smythe European Mercedes
Lease for as Low as $399 /mo.
Request a New Mercedes Quote Now!
SmytheMercedesOffers com

News results for mercedes

Mercedes Campaign Focuses onlmage, Not Recession - 3 days ago
Mercedes sales in the United States are down 28.7 percent this year from the same time in 2008.
One of the print ads for the E-Class Series, which was last ..
Channel4  New York Times - 54 related arficles »
Mows Mercedes-Benz does the driving for you, almost - CNET News - 4 related articles »
Stuck accelerator sends Supreme Court justice's car into store -
Las Vegas Sun - 170 related articles »

Mercedes-Benz Liquidation

All Remaining '09 Models Must Selll
See Prices from Overstocked Dealers
Mercedes ConnectWithLife.com

Local business results for mercedes near San Jose, CA - Change location

i

Luxury Motors Las Vegas
All Luxury Makes & Models for Less.

LTI Ty
R

Los Gates

A. Beshoff Motorcars Mercedes Benz - beshoffmotorcars ndssearch.com - (408) 493-0117 -

3 reviews
D. Tri-Star Motorsports Mercedes - www tri-starmotorsports.com - (408) 374-6641 - 9 reviews
E. Mercedes Caollision Specialist - germanautobody.com - (408) 727-3368 - 2 reviews
F. Smythe European Mercedes-Benz - www smythe com - (408) 983-5200 - More
G. Pro Ssenvice bmw-audi-mercedes - www pro-service us - (408) 371-3380 - More

: {—.ﬁF‘ﬂ?Qﬂﬂf P - Save thousands today!
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n\éﬁm Park at B. Roadsport - www.roadspori-usa.com - (888) 494-5952 - & reviews g‘-“f?j‘;-fUK}JWmOtOFS-COm
Paio Allo S C. Mercedes Benz Repair Specialist, MS European - www.mseuropean.com - (408) 280-0400 - HETHA

2009 Mercedes

Buying a New Mercedes? Get
multiple prices from local dealers.
PriceQuotes.com/Mercedes
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Keyword Advertising Law Overviev=

« TM Owner v. Search Engine

— Currently 5 pending lawsuits against Google + Rosetta Stone
appeal

— Rosetta Stone district court ruling
* Google gets summary judgment on consumer confusion issue
» Google protected by functionality defense
» Google not secondarily liable
» Google doesn’'t commit dilution

e TM Owner v. Advertiser

— To0 numerous to count

— 3 jury findings for advertisers (none for TM owners)

— Mixed summary judgment rulings on consumer confusion

— Lawsuits rarely make financial sense

e Search Engine Trademark Policies



Keyword Advertising e

e Google’s US trademark policy
— It will not block trademarked keywords

— It will block ads with TM in ad copy if the TM
owner asks, except
» Descriptive/generic uses
* Resellers

» Sellers of components, replacement parts,
compatible items

e “Informational sites”
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» Job Scheduling Software - Windows Job Scheduling + Much More.

Scalable & Easy To Deploy. D/L Mow.
www_networkautomation.com

Enterprise Job Scheduling | ActiveBatch Job Scheduler

ActiveBatch enterprise job scheduling allows organizations to reduce error rates and reduce
slack time through event automation software.

www_advsyscon comfproducts/activebatch/job_scheduling asp - Cached - Similar

Enterprise Job Scheduling Software | ActiveBatch Job Scheduler
Job scheduling and Workload Automation software designed for optimized ...
ActiveBatch - Solutions - Advanced Scripting Language - Data Replication Software
www.advsyscon.com - Cached - Similar

Distributed Cross Platform Support | ActiveBatch Job Scheduler
The ActiveBatch Job Scheduler provides business process automation allowing ...
www_advsyscon_ com/products/activebatch/job_scheduler asp - Cached

Job Scheduling Software Overview | ActiveBatch Job Scheduler
ActiveBatch Enterprise Job Scheduling Software Description.
www_advsyscon_ comiproducts/activebatch/overniew asp - Cached - Similar

4 Show more results from advsyscon.com

Enterprise Web Based Job Scheduling Software-ActiveBatch Web Server
Web Based Scheduling for Windows, UNIX, LINUX OpenVIMS.
activebatch com/products/activebatch/web_asp - Cached

ActiveBatch Version 7 Released - Enterprise Systems

Feb 24, 2009 ... Updates include expanded jobs libraries, SOA capabilities and power-saving
features.

esj.com/articles/2009/02/ . /activebatch-version-7-released aspx - Cached - Similar

ActiveBatch® Supports Growing Use of Microsoft System Center Via ...

Mar 15, 2011 ... MORRISTOWM, M.J., March 15, 2011 /PRNewswire/ — In a move to bring even
greater efficiency to Microsoft s System Center server/desktop ...

biz_yahoo.com » All ¥! Senices - Cached

ActiveBatch 7 puts Web semvices into workflows - SD Times ...

Feb 24, 2009 ... For Web developers using ActiveBatch, the inclusion of a library of WSDLs
allows them to build workflows across applications by using ...

www.sdtimes_com » LATEST NEWS - Cached - Similar

ActiveBatch defily juggles Windows jobs | Platforms - Info\Waorld

Mov 7, 2005 ... Complex yet sophisticated, ActiveBatch empowers admins to easily manage
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Network Automation

e [nitial Interest Confusion

— Brookfield: “when the defendant uses the plaintiff's trademark in a
manner calculated to capture initial consumer attention, even though no
actual sale is finally completed as a result of the confusion”

— Network Automation: “when we examine initial interest confusion, the
owner of the mark must demonstrate likely confusion, not mere
diversion”

e Likelihood of Consumer Confusion factors

— “consumers searching for [ActiveBatch] are presumably looking for its
specific product, and not a category of goods”
— Most relevant factors in this case:
» Mark strength
» Actual confusion
* Purchaser care

 ‘“labeling and appearance of the advertisements and the surrounding context
on the screen displaying the results page”



Metatags iy

e Title tags = rarely litigated

e Description metatags = treated like ad
copy

« Keyword metatags

— Search engines don’t honor (mostly)

— If courts assume otherwise, treated as per se
Infringement



Domain Name-Specific Regulaﬂon‘sﬁ’ﬁ;;m
(US)

University
— Anti-Cybersquatting Consumer Protection Act
» Trademark protection (15 USC § 1125(d)(1))
* Inrem jurisdiction (15 USC § 1125(d)(2))
» Personal name protection (15 USC § 8131)
* Domain name registrar/registry immunization (15 USC § 1114(2)(D))
— Fraudulent Online Identity Sanctions Act
» Enhanced IP remedies (15 USC § 1117(e); 17 USC 8§ 504(c)(3); 18 USC § 3559)
— Truth in Domain Names Act (18 USC § 2252B)
* Misleading domain names leading to obscenity/porn
— Dot Kids Implementation and Efficiency Act of 2002
— Proposed: Combating Online Infringement and Counterfeits Act (COICA)
o State Laws (selected)
— State anti-cybersquatting laws (including CA, HI, LA, NY, UT)
— State anti-political cyberfraud law (CA Elec. Code §18320-23)
— State anti-spam/anti-phishing laws
— Sex offender registrations (tied to violations of 18 USC § 2252B) (including IA, MD)
— Proposed: NY S953 restricting domain name sales to terrorists
* Private regulations
— Ex ante: allocation controlled by centralized bodies with complex governance structures
— Ex post: UDRP



Domain Name Protection &

University

 ACPA prima facie case (15 USC 8§81125(d))

— D regqisters, traffics in or uses domain name
 |dentical/confusingly similar to distinctive TM
e Dilutes a famous TM

— Bad faith intent to profit
 Remedies

— Cancel or transfer registration

— Damages <$100,000

— Attorneys’ fees
e |n practice

— Rarely see “true” cybersquatting cases

— Courts are skeptical of domaining
— Secondary liability for privacy proxy services?
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« UDRP prima facie case

— Domain name identical/confusingly similar to
™

— No legitimate interests in domain name
— Bad faith use/reqistration

 Remedies: cancel/transfer registration
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« ACPA Advantages « UDRP Advantages

— More remedies — Fast
— Final resolution — Cheap
— Easy if you're already — Pro-plaintiff
In court — No jurisdictional

problems
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